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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of Michael S. Charter Arty. Docket No: 042390.P9219 

Appln.No.: 09/649,268 Group Art Unit: 2182 

Filed: August 28, 2000 Examiner: Schneider, Joshua D. 

Tide- MOBILE COMPUTING SYSTEM HAVING A MODEM FOR OPERATION 
INDEPENDENT OF A MAIN PROCESSOR AND METHOD THEREFOR 

Mail Stop Appeal Brief-Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

RpreF ON APPEAL 

In response to the Advisory Action dated November 12, 2004 and pursuant to Appellant's 
Notice of Appeal fded on December 17, 2004, Appellant presents this Brief and fee under 37 C.F.R. 
§ 1 .17(c) in appeal of the Final Rejection dated August 27, 2004. 

L REAL PARTY IN INTEREST , 

Intel Corporation is the real party in interest. 

II. RELATED APPEALS AND INTERFERENCES. 

There are no related appeals or interferences before the Board of Patent Appeals and 
Interferences known to Appellant, the Appellant's legal representatives, or assignee that will 
directly affect or be directly affected by or have a bearing on the Board's decision in the pending 
appeal. 

m. STATUS OF CLAIMS. 
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A total of twenty claims have been pending in the application and their status is as 
follows: 

Claims 1-20 stand finally rejected and are the claims subject to this appeal. Appendix A 
includes a copy of the claims subject to this Appeal. 

IV* STATUS OF AMENDMENTS. 

No amendments have been presented subsequent to the final rejection, although a response 
requesting reconsideration and withdrawal of the final rejection was filed on October 26, 2004, 
V. SUMMARY OF CLAIMED SUBJECT MATTER* 

Embodiments of the instant invention relate to portable battery operated computing 
devices. Components of a computing device such as displays, processors, and hard disks are 
responsible for a large portion of the power consumed by such a device- Many computing 
devices have thus been designed to have a stand-by or idle mode that attempts to reduce the 
amount of power consumed when the device is not actively being used. However, these low- 
power modes attempt to deactivate many, if not all* of the components in the portable computing 
devices and thus, for example, may prohibit any communications with other components within 
the device and/or a network when the device processor is disabled or inactive. (Specification pg* 
2,119-22). 

Referring to Appellant's independent claims 1, 8 and 18 and Fig. 1 T by way of example, a 
portable computing device (e.g., 10; Fig. 1) is claimed which includes a modem (70), a main 
processor (50) and a non-volatile memory. (Spec, pg, 5, 11. 15 - pg. 7, 11. 7). 

-2- 
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Modem 70 may be used to receive or transmit data while main processor 50 is 
deactivated. Further, modem 70 may be programmed to download or transmit information when 
main processor SO is in an idle mode or turned off altogether. For example, modem 70 may 
download data, such as email, stock data, news articles, etc. while main processor 50 is inactive 
or powered off. (Spec. pg. 6, 11. 6-13). The non-volatile memory 75 is coupled to the modem 
and the main processor and adapted to store at least a portion of a communication received by 
the modem while the processor is inactive. 

Referring to claim 4, the portable communication device 10 may further include a modem 
processor 71 adapted to operate independently of the main processor 50 and to store the received 
communication in the non-volatile memory 75 when the main processor 50 is powered off. 
(Spec, pg. 6 , 1L 5-10). 

Referring to claim 5, the modem is adapted to transmit a message when the processor is 
inactive. (Spec. pg. 8, 11. 13-14), Subsequently, the user may activate main processor 50 and 
utilize data, e.g., read emails or process data, which was downloaded when main processor 50 
was inactive. (Spec. pg. 9 T 11. 1-4). Additional variants are disclosed and represented in other 
claims. 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL, 

The only issue for consideration on this appeal is: 

-3- 
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A, Whether the Examiner erred in rejecting claims 1-20 under 35 U.S.C. § 103(a) as 
being unpatentable over U.S. Patent No- 5,748,084 to to bikoff (hereinafter "bikofl") 

VH. ARGUMENT, 
A. Claims 1-20 Are Patentable Over Isikoffi 
Claims 1-20 stand finally rejected under 35 US.C. § 103(a) as being unpatentable over 
Isikoff. Appellant respectfully requests that these rejections be overturned for the following 
reasons. 

It is well established that prima facie obviousness is only established when three basic 
criteria are met First, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, to modify 
the reference or combine reference teachings. Second, there must be a reasonable expectation of 
success. Finally, the prior art reference (or references when combined) must teach or suggest all 
the claim limitations. In re Vaeck, 947 F.2d 488 (Fed. Cir. 1 991) (MPEP 2144). 

Obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either explicitly or implicitly in the references themselves or in the 
knowledge generally available to one of ordinary sill in the art. In re Kotzab, 111 F.3d 1365, 
1370 (Fed. Cir, 2000). The mere fact that references can be combined or modified does not 
render the resultant combination obvious unless the prior art also suggests the desirability of the 
combination. In re Mills, 916 F.2d 680 (Fed Cir, 1990). "When the references cited by the 

-4- 
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examiner fail to establish a prima facie case of obviousness, the rejection is improper and will be 
overturned-" In re Fine, 837 R2d 1071, 1074 (Fed. Cir. 1988). 

Isikoff discloses a security system for locating, communicating with, and managing 
laptop computers and other portable electronic devices that include a microprocessor and 
memory. (CoL 1 ♦ 11. 3-7). Referring to Isikoff Fig. 4, a host computer 100 may include a beacon 
101 and a processor (undesignated). An example implementation of beacon 101 is shown in Fig. 
3 which includes a data modem 20 and its own microprocessor 30. Beacon 101 is installed in a 
host computer 100 such that the data on host computer 100 may be protected from unauthorized 
access. (CoL 2, 11. 51-67). 

For example, w [i]f the computer [100] is stolen the beacon [101] is advantageously 
activated to secure its data. This is done in one or more of several ways; it operates to recover or 
destroy important data, or to disable the computer ." (CoL 3, U. 46-50; emphasis added), Isikoff 
discloses that the beacon 101 is built-in to computer 100 and has access to various system 
resources such as hard drive 102 and battery 104. (CoL 4, 1L 14-16). The battery power for the 
laptop may be routed through the beacon, which may control a switch to cut power to the 
computer 100 or various subsections thereof- (CoL 4, 11. 16-19). 

Isikoff does not however, disclose deactivating a main processor to reduce power 
consumption of the portable device and/or utilizing a modem processor for temporary storage of 
data in a non-volatile memory for future use when the processor is inactive as contemplated by 
the various embodiments of Applicant's claimed invention represented for example by 

-5- 
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independent claims 1, 8 and 18. The processor in the pending claims is periodically inactivated 
to reduce power consumption as opposed to Iskioff, which at most teaches the processor could be 
deactivated by beacon 101 itself (coL 4, 11. 15-19), and ONLY if the computer is determined to 
be stolen (coL 2, 11. 14-16). 

The Final Office Action of August 27, 2004 readily admits that Isikoff (the only cited 
prior art reference in the instant rejection) fails to teach or suggest the power conservation 
limitations recited in Appellant's pending claims (8/27/04 Final Office Action, pg, 3, U. 3-5). 
Notwithstanding, the Office Action alleges it would have been obvious to adapt Isikoff so that it 
<4 may operate to receive and store communication data while the main host processor is 
deactivated in order to conserve power in a portable computing system." 

Other than relying on improper hindsight of the instant specification, Appellant is 
uncertain how such a conclusion can possibly be reached based on the teachings of Isikoff, The 
Office Action mentions the Advanced Configuration and Power Interface (ACPI) specification to 
demonstrate what is "well known in the art" in regard to power suspend states yet, fails to cite 
this reference in combination with Isikoff to reject the pending claims. 

In essence, Appellant's claimed invention allows a portable device such as a laptop 
computer to continue to receive data for use by the main processor, for example emails, even 
when the main processor is in a low power mode. In contrast, Isikoff discloses a beacon device 
that is able to disable or protect data of a portable computing device when a security violation is 
detected. 

-6- 
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In the Advisory Action of November 12, 2004, the Examiner states, that the "assertion 
that Isikoff fails to teach or suggest all the limitations is correct bat has no bearing on the 

rejection [since] references cannot be attacked individually when they are being used to 

establish obviousness. (Id at pg. 2, 11. 1-3). To this Appellant responds that: (i) there is only one 
prior art reference relied upon in the instant rejection; and (ii) statements that it would have been 
well within the ordinary skill in the art to modify Isikoff to meet the limitations present in 
Appellant's claims is not sufficient to establish prima facie obviousness without providing some 
objective reason to do so. Ex parte Levengood, 28 USPQ2d 1300 (Bd. Pat. App. & Inter. 1993), 

It is respectfully submitted that a prima facie case of obviousness has never been 
established since: (i) there is no suggestion or motivation , either in the reference itself or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference as as 
claimed by the Appellant; and (ii) even when modifying the cited reference as suggested in the 
Office Action, the prior art still fails to teach or suggest each and every claim limitation in 
Appellant's claims* Without both of these elements, a prima facie case of obviousness is not 
established and a rejection under 35 U.S.C. § 103(a) is improper (MPEP 2143). 

(i) THERE IS NO MOTIVATION TO MODIFY THE ISIKOFF REFERENCE 

The mere fact that references can be combined or modified does not render the resultant 
combination obvious unless the prior art also suggests the desirability of the combination. In re 
Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990). Although a prior art device "may be 

-7- 
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capable of being modified to run the way the apparatus is claimed, there must be a suggestion or 
motivation in the reference to do so," IcL at 682. 

In the instant case it is alleged that it is 'Svell known in the art" that, for example, 
hibernate abilities are commonly implemented portable computing devices. However, Appellant 
respectfully submits that there is no motivation or suggestion from Isikoff or the alleged well- 
known art, that modem communications, such as email and data transfers would still be 
performed while a main processor is in hibernate state or low power mode* Accordingly, 
Applicant submits that there is no proper motivation to modify Isikoff to meet the limitations of 
Appellant's claims as alleged in the Office Action. 

Since there is no proper motivation for modifying the Isikoff portable device to 

performing modem data transfers while the main processor is inactive due to low power mode, 

the rejection of claims 1-20 under 35 IIS.C § 103(a) based on Isikoff is improper. 

(ii) THE RESULTING MODIFICATION STILL FAILS TO TEACH OR SUGGEST 
ALL THE CLAIMED LIMITATIONS 

Even assuming that it would be proper to modify the Isikoff as suggested by the Office 
Action {arguendo), the resultant device would still fail to perform a method including, for 
example: 

-storing data with a second processor for future use while the first processor is 
deactivated to conserve power consumption of the portable computing device as claimed in 
Appellant's claim 8; 

-8- 
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- activating the first processor and accessing the data [which was previously stored by 
the secodd processor while the first processor was inactive] with the first processor as claimed in 
Appellant's claim 12; or 

-programming a modem by a user to receive data with the modem while a main 
processor of the portable computing device is disabled for a low power mode as recited in 
Appellant's claim 18. 

Additionally, it is respectfully submitted that Isikoff, even in view of the power saving 
modes disclosed by ACPI, fails to teach or suggest a non-volatile memory adapted to store at 
least a portion of the received communication for future use by a user, while the processor is 
inactive as recited in Appellant's claim 1. 

Because the suggested modifications of Isikoff is improper and because each and every 
one of Appellant's claim limitations are not disclosed or suggested even when modifying Isikoff 
as suggested in the Office Action, Appellant respectfully submits a prima facte case of 
obviousness under 35 U.S.C. § 103(a) has not been established and withdrawal of the §103 
rejection of record is respectfully requested. 
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It is respectfully submitted that in view of the foregoing all of the pending claims are 
patentable over the cited prior art references, alone or in any combination, and the Board is 
respectfully requested to overturn the rejections of record and allow this application to issue* 




StuarfA. Whittingfon 
Registration No. 45 T 215 
Intel Corporation 

(480) 715-3895 



c/o 

Blakely, Sokoloff, Taylor & Zafman, LLP 
12400 Wilshire Blvd., Seventh Floor 
Los Angeles, CA. 90025-1026 
(503) 264-0967 

Date: February 17, 2004 
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APPENDIX A 
(Claims on Appeal) 

L (Previously presented) A portable computing system comprising; 
a modem adapted to receive a communication; 
a processor coupled to the modem and adapted to be periodically 
inactivated to reduce power consumption of the portable computing system; and 
a non-volatile memory device coupled to the modem and the processor, 
wherein the modem is adapted to store at least a portion of the communication in the non- 
volatile memory for future use by a user, wherein the at least a portion of the 
communication is stored while the processor is inactive. 

2. (Original) The portable computing system of claim 1, farther comprising a hard 
drive coupled to the processor. 

3. (Original) The portable computing system of claim 1, further comprising a 
modem processor, wherein the modem processor is adapted to operate independently of 
the processor. 

4. (Original) The portable computing system of claim 3, wherein the modem 
processor is adapted to store at least a portion of the communication in the non-volatile 
memory when the processor is powered off 

5- (Previously presented) The portable computing system of claim 1, wherein the 
modem is adapted to transmit a message when the processor is inactive. 

6. (Original) The portable computing system of claim 5, wherein the non-volatile 
memory is adapted to store the transmitted message. 
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APPENDIX A 
(Claims on Appeal) 

7. (Original) The portable computing system of claim 1, wherein the non-volatile 
memory is adapted to store user profile information indicative of what communications 
are to be stored in the non-volatile memory. 

8. (Previously presented) A method of retrieving data with a portable computing 
device having a modem, a first processor, and a second processor, the method 
comprising: 

deactivating the first processor of the portable computing device to 

conserve power consumption of the portable computing device; 

activating the second processor so that the modem receives the data; and 
storing the data with the second processor for future use while the first 

processor is deactivated. 

9. (Original) The method of claim 8, wherein deactivating the first processor 
includes disabling a power supply so that the first processor consumes substantially no 
power. 

10. (Original) The method of claim 8, wherein storing the data includes storing 
the data in a non-volatile memory. 

11. (Original) The method of claim 10, wherein storing the data includes 
transferring the data from the modem to a flash memory array with the second processor. 

12. (Original) The method of claim 8, further comprising: 

activating the first processor, and 
accessing the data with the first processor. 
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APPENDIX A 
(Claims on Appeal) 

13. (Original) The method of claim 8, further comprising initializing the second 
processor to identify the data to be stored. 

14. (Original) The method of claim 13, wherein initializing the second processor 
includes storing user profile data. 

15. (Original) The method of claim 8, further comprising initializing the modem 
with the first processor to identify the data to be stored. 

16. (Original) The method of claim 15, wherein initializing the modem includes 
storing user profile data in a non-volatile memory device with the first processor. 

17. (Original) The method of claim 8, wherein activating the second processor 
includes enabling the modem to receive a wireless communication comprising at least a 
portion of the data to be stored. 

18. (Previously presented) A method of storing data in a portable computing 
device comprising: 

programming a modem by a user to receive data with the modem while a 
main processor of the portable computing device is disabled for a low power mode. 

19. (Original) The method of claim 18, further comprising storing the data in a 
non-volatile memory device. 

20. (Original) The method of claim 18 r wherein receiving data with the modem 
includes receiving a wireless communication. 
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